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DETAILED ACTION 

Claims 1-9 are pending in the instant application. 

Priority 

This application is a 371 of PCT/EP03/1 1773, filed on 10/24/2003. 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d) by application no. 10257938.5 filed in the German Patent Office on 
12/12/2002, which papers have been placed of record in the file. The application names an 
inventor or inventors named in the prior application. 

Information Disclosure Statement 

The information disclosure statements (IDS), filed on 6/13/05 and 3/13/06 have been 
considered. Please refer to Applicant's copy of the 1449 submitted herewith. 

Response to Election/Restrictions 

Applicant's election of species without traverse of the compound in the Table on page 6 
of the specification in the reply filed on 03/17/2008 is acknowledged. 

All claims have been examined. Because all claims previously withdrawn from 
consideration under the election of species requirement mailed on 1/16/2008, the election of 
species requirement is withdrawn. 

Claim Rejections - 35 USC § 112, 1 st paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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Claims 1-9 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification 
although enabling for a process for preparing a final product of formula (I), wherein two of Rl, 
R2, R3, and/or R4 come together to form a 5 membered heterocyclic ring, it is not enabled for a 
process for preparing all metal complexes without limitation (i.e. no formula in claims 1 or 2). 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make the invention commensurate in scope with these claims. 
Dependent claims 2-8 and independent claim 9 is also rejected under 35 USC 1 12, 1 st paragraph. 

As stated in MPEP 2164.01(a), "there are many factors to be considered when 
determining whether there is sufficient evidence to support a determination that a disclosure does 
not satisfy the enablement requirement and whether any necessary experimentation is "undue." 

The factors to be considered when determining whether a disclosure meets the 
enablement requirement of 35 USC 1 12, first paragraph, were described in In re Wands . 8 
USPQ2d 1400, 1404 (Fed. Cir. 1988) as: 

1 . the nature of the invention; 

2. the breadth of the claims; 

3. the state of the prior art; 

4. the relative skill of those in the art; 

5. the predictability or unpredictability of the art; 

6. the amount of direction or guidance presented (by the inventor); 

7. the presence or absence of working examples; and 

8. the quantity of experimentation necessary (to make and/or use the invention). 
The eight Wands factors are applied to Claims 1-9 of the present invention below: 
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(I) The Nature of the Invention 
The nature of the invention is a process of making a metal complex. 

(2) The Breadth of the claims 

The breadth of independent Claims 1 and 9 encompasses products, wherein there is no 
structure for the final metal complex product and wherein Rl , R2, R3, or R4 could or could not 
be a heterocyclic ring. The applicable rule for interpreting the claims is that "each claim must be 
separately analyzed and given its broadest reasonable interpretation in light of and consistent 
with the written description." See MPEP 2163(H)(1), citing In re Morris . 127 F.3d 1048, 1053- 
1054; 44 USPQ2d 1023, 1027 (Fed. Cir. 1997). In view of this rule, the products of the process 
of making of the metal complex may reasonably be interpreted to encompass an infinite number 
of combinations that involve heterocyclic and non-heterocyclic compounds. 

(3) The state of the prior art 

Complexes of metals are a vast field, but in the instant case prior art can be found on 
compounds wherein the complex is a heterocyclic, nitrogen containing complex, (see 
McGuinness et al, referenced above.) 

(4) The relative skill of those in the art 

The level of skill in the art (pharmaceutical chemists, physicians) would be high. 
(5) The predictability or unpredictability of the art 

The complexes claimed in the instant application, where the variables of the compound of 
formula (II) and (III) can be open to heterocyclic and nonheterocyclic compounds include an 
extremely large scope of the potential products as encompassed by Claim 1 rendering the prior 
art unpredictable for making or using products as claimed on such a grand scale. 
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(6) The amount of direction or guidance presented (by the inventor) 
The specification in the present invention discloses chemical examples of the species of 
the compounds found in claim 2, i.e. nitrogen containing 5-membered heterocyclic compounds 
only. The process of making the metal complex with anything other than these compounds is 
unpredictable. 

(7) The presence or absence of working examples 
The specification has no working examples of where the core compound is anything but a 
nitrogen containing 5-membered heterocyclic compound. 

(8) The quantity of experimentation necessary (to make and/or use the invention) 
Given the absence of direction or guidance (or working examples) in the specification for 
any of the extremely large number of compounds that would be encompassed by the descriptions 
Rl, R2, R3, and R3, it would cause a skilled artisan an undue amount of experimentation to 
determine which product the process of making was describing. Also, a skilled artisan would not 
be able to predict if the instantly claimed process would work. Therefore, to overcome this 
rejection, the scope of the metal complex should be defined to those compounds with support in 
the specification. For example, the compounds of formula (I), wherein two of Rl, R2, R3, or R4 
come together to form a 5-membered heterocyclic ring complex. 

Claim Rejections - 35 USC§112, 2 nd paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
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the invention. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

incomplete for omitting essential steps, such omission amounting to a gap between the steps. 

See MPEP §2172.01 . The omitted steps are the reagents used and specific steps of preparing the 

complexes of metals of groups 6 to 10. Claim 1 states that a metal is "reacted" with a compound 

of formula (II) or formula (III), but does not state any further steps. There is also no description 

of the final product in claims 1 or 2 (see 1 12 rejection). 

Claim Rejections - 35 USC§112, 2 nd paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The "complexes of metals of groups 6 to 10 of the Periodic Table of 
the Elements" is not described in Claim 1 . The complex of claim 3 should be inserted into claim 
1 to overcome this rejection. 

Claim Rejections - 35 USC§112, 2 nd paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 9 provides for the use of compounds II and/or III, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process applicant is 
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intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claim 9 is rejected under 35 U.S.C. 101 because the claimed invention lacks patentable 
utility. In addition, Claim 9 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 9 recites the limitation "II" and "III" in line 1 . It is unclear what "II" and "III" 
are referring. There is no chemical structure. Is it referring to the compound of formula (II) and 
(III) from the specification? Applicants are reminded that claims must stand alone to define the 
invention and incorporation into claims by express reference to the specification is not permitted. 
Ex parte Fressola, 27 USPQ 2d 1608. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by McGuinness, et al 
(J.A.C.S., Vol. 123, No. 34, 2001). 

Applicant claims a process of preparing complexes of metals of groups 6 to 10 of the 
Periodic Table of the Elements by "reacting" a compound of a metal of groups 6 to 10 of the 
Periodic Table of the Elements with compounds of formula (II) or formula (III). 

McGuiness discloses a process of preparing complexes of metals of groups 6 to 10 of the 
Periodic Table of the Elements by suspending the iodoimidazolium salt (i.e. a compound of 
formula (II) or (III)) in a THF solution of Pt(PPh3)4 and heated to 60°C, the iodo Pt-carbene 
complex [PtI(tmiy)(PPh3)2]BF4 was formed in 89% yield. In addition to using Pt, oxidative 
addition reactions using Pd and Ni are also demonstrated (See page 8318, reaction 1, and page 
8320, reaction 2). Therefore, McGuiness discloses every patentable limitation of the instant 
claims and the claims are rendered anticipated. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over McGuinness 
et al, J.A.C.S., Vol. 123, No. 34, 2001. 

Claims 1-9 of Applicant's instant elected invention teaches a process of preparing 
complexes of metals of groups 6 to 10 of the Periodic Table of the Elements by "reacting" a 
compound of a metal of groups 6 to 10 of the Periodic Table of the Elements with compounds of 
formula (II) or formula (III). 

Determination of the scope and content of the prior art (MPEP § 2141.01) 

McGuiness discloses a process of preparing complexes of metals of groups 6 to 10 of the 
Periodic Table of the Elements by suspending the iodoimidazolium salt (i.e. a compound of 
formula (II) or (III)) in a THF solution of Pt(PPh3)4 and heated to 60°C, the iodo Pt-carbene 
complex [PtI(tmiy)(PPh3)2]BF4 was formed in 89% yield. In addition to using Pt, oxidative 
addition reactions using Pd and Ni are also demonstrated (See page 8318, reaction 1 , and page 
8320, reaction 2). 

Ascertainment of the difference between the prior art and the claims (MPEP § 2141.02) 
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The difference between the prior art of McGuinness and the instant claims is that the 
prior art is silent as to additional metals of groups 6 to 10 of the Periodic Table, wherein the 
instant application discloses that Ru, Rh, Ni, Pd, or Pt are preferred. 

Finding of prima facie obviousness - rationale and motivation (MPEP §2142-2413) 

One skilled in the art would have found the claimed process prima facie obvious because 
the instantly claimed process and the process in McGuinness are describing the same process and 
are obtaining the same product. 

The instant application claims Group 6-10 metals, but it is well known in the art that a 
skilled artisan knows that if Pt, Pd, and Ni arc disclosed that it is inherent that all Groups 6 to 10 
metals are considered. (For example, see US Pat. No. 7,235,698, which discusses that a metal 
selected from Groups 6-10 in the Periodic Tables are customary metals (column 10, approx. lines 
23-26). Also see claim 57, which discloses the instantly claimed metals Ru, Rh, Ni, Pd, and Pt, 
but more specifically claims a specific metal such as Pd in claim 59.) 

In conclusion, one skilled in the art may assume that since the products of the processes 
are the same that the enhancements made to the process in the instant application, would share 
the same properties as the prior art of McGuinness. Therefore, the instant claims are obvious in 
view of McGuiness to one of ordinary skill in the art. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susannah Chung whose telephone number is (571) 272-6098. 
The examiner can normally be reached on M-F, 8am-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571) 272-0699. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/REI-TSANG SHIAO/ 
Primary Examiner, Art Unit 1626 



SLC, 4/17/2008 



